April 2006

doc.: IEEE 802.11-06/0579r1

IEEE P802.11
Wireless LANs

	Identification of IP Issues wrt to 802.11 Drafts

	Date:  2006-04-27

	Author(s):

	Name
	Company
	Address
	Phone
	email

	David Bagby
	Calypso Ventures, Inc.
	2028 Arbor Ave.

Belmont CA. 94002
	(650) 637-7741
	david.bagby@ieee.org





This paper identifies multiple intellectual property issues that may have significant impact on the TGn draft amendment.  
This paper was prepared as part of the author’s review of TGn draft 1.0. During that process, the author realized that the issues identified are also significant for other drafts which have been the subject of recent letter ballot technical reviews. 
Therefore, the author decided to create this submission and request that the WG Chair and IEEE work together to resolve these issues prior to any of the impacted drafts proceeding to the start (or completion if already started) of additional WG or Sponsor ballot reviews.

Let’s start with a review of the IEEE policy wrt to discussion of patent related issues:
From PATCOM web pages:

So what can you discuss about patents at a standards-development meeting? 
You can cover [1] the content of the patent letter of assurance form, you can [2] discuss the technical merits of using the technology under patent, and you can [3] discuss the way patent information is made available from the IEEE. 

Note: The [ ] were added for ease of reference within this paper.

This paper will touch on aspects of [1], [2] and [3]. 
One of the responsibilities of a WG member during a technical review is to consider whether a draft includes the use of essential patented material, and whether the inclusion of such material has been adequately considered.

The author asserts that the TGn group has not adequately considered these issues prior to issuing TGn draft 1.0 for review. 
It is the opinion of the author that this discussion should logically be part of the TG and WG consideration as to whether a draft is technically complete and can therefore qualify to progress to WG LB review. 
To the best of this author’s knowledge this topic has received zero discussion within TGn prior to the start of the 1st WG LB review. 
1. Issue: LOAs filed vs. TGn participants.
TGn has had one of (if not) the largest task group attendance levels within 802.11 for the last 3 years. During this time there have been many papers submitted; many of which came from consortia of companies that were competing to have their technical proposals adopted by TGn. Multiple papers where submitted by the TGnSync; WWISE and MITMOT consortia, as well as  multiple papers from additional companies that were not part of the larger consortia. These multiple inputs were then “blended together” as part of the TGn “joint proposal team” activities. 

The set of companies participating in TGn constitute a very large percentage of the WLAN market. The author is aware of at least 40 companies
 which have contributed directly and/or indirectly via these efforts to TGn draft 1.0. 
The IEEE PATCOM database page
 as of 4-21-2006 only lists 14 LOAs which have been filed that explicitly pertain to TGn.

This indicates to this author that there is significant probability that TGn draft 1.0 contains IP not addressed by any filed LOAs.

The filing of LOAs by participants does not appear to the author to be an optional activity. The IEEE operations manual says:

“Patent holders or patent applicants shall submit letters of assurance to the IEEE Standards Department (to the attention of the PatCom Administrator).” 

However, the author is not aware of any process which enforces that this happens. 
Obviously, LOAs that are not filed (yet) do not provide any information. This means that it is impossible for IEEE members to differentiate between a) “a company has no essential IP”, and b) a company may have essential IP but has simply chosen not to file an LOA (and may or may ever do so).

Without this requirement, IEEE is effectively asking the WG members to sign a blank check wrt to IP impacts on the proposed amendment.

The only way that the author sees to resolve this issue, is for IEEE to require that each and every participant in TGn to file an explicit LOA covering TGn. 

It is usually corporate entities which hold IP that makes its want into standards. Therefore, IEEE also needs to adopt some rational solution to the well known problems arising from the (in the author’s opinion fallacious) assertion that WG members are participating as individuals, when effectively 100% of participants are present at standards meetings as part of their tasks as an employee, not as an individual. This is already at least partially recognized by IEEE as LOAs are sent to the employers of participants, not to participants as individuals.
Issue 1 action requests: 

The author notes that while the WG chair has apparently followed the current IEEE guidelines wrt to requesting LOAs, the guidelines are insufficient to provide the information needed. Therefore the author hereby requests that the Chair of 802.11 take the following actions (to improve the IP knowledge situation wrt to current 802.11 TG activities in parallel with development of improvements to the IEEE process by IEEE):
a) Send LOA requests to the set of companies which have employees as WG members (this will cover the TGn participants) as a necessary step in resolving this issue; 
b) Direct the WG not to continue or approve the start of Sponsor ballot reviews until the requested LOAs has been received, and the resulting information has been provided, duly considered by the TGs involved.

c) Direct That the TGs prepare a “notification of inclusion of known essential IP” statement that will be provided to the Sponsor poll as part of the sponsor ballot documentation package.
The author further requests that the Chair of 802.11 also take the following actions:

d) Identify these issues to IEEE and work with IEEE to change the policies so that all participants in 802 are required to file an explicit LOA (preferably as a prerequisite to (voting?) participation in 802).
2. Issue: Timing of LOA filings.

The IEEE process encourages (but does not require) “early” disclosure of IP:

“The patent holder or applicant should provide this assurance as soon as reasonably feasible in the standards development process.” 
 
This author believes that it is quite reasonable to consider “… as soon as reasonably feasible…” to be before a WG is asked to expend the man power time and effort inherently required for a 40 day written technical review of a draft amendment which may contain patented information.

Unfortunately, the IEEE also says:

“This assurance shall be provided no later than the time of IEEE-SA Standards Board review of the standard for approval.

In the view of  this author, the standards Board review point is way to late in the process to be useful since Standards Board approval is essentially the very last step of the review and approval process. 
Either the bodies (WG and Sponsor) being asked to do the reviews need to have all the relevant information at hand at the time the review is initiated, or the IEEE needs to make clear that the IEEE-SA Standards Board is solely responsible for determining all IP content and related issues.
Issue 2 action requests: 

a) The author requests definitive instructions from IEEE as to what the WG is supposed to do, and what IEEE considers the WG member’s responsibilities to be, when LOAs are not required to be received until standards board approval time. 
b) The author requests that IEEE change the LOA deadline and that it be moved up to be prior to start of initial WG letter ballot review.

3. Issue: LOAs filed vs. participants.

The contents of the LOAs that have been filed are not generally available to the WG membership. The actual contents of LOAs are only available upon special request to PATCOM. 

This creates the rather odd situation that the WG is supposed to consider the impact of essential patent on drafts, but the information that needs to be evaluated is not easily available.

It seems an unnecessary burden to make all WG members send a request to PATCOM and for PATCOM to have to respond to all the requests (500+ given the size of the 802.11 voting membership).

Issue 3 action requests: 

a) The WG chair is hereby asked to obtain a copy of all LOAs filed (relating to TGn and potentially other amendments – see issue 4  below) and to provide them to the WG membership.

b) As new LOAs are received, the WG Chair is requested to arrange that the contents of these also be provided automatically to the WG membership.

An alternative solution would be to include the contents of all LOAs in the online PATCOM database and to make the LOA contents viewable by anyone that wants to look at them.

The author is pretty sure that there have not been 500+ (the approximate WG voting membership size) requests for the TGn LOAs as part of the open draft 1.0 review.  This leads the author to conclude that the WG is not giving due diligence consideration to this topic.

4. Issue: TGn vs. prior amendment LOAs.

TGn draft 1.0 as proposed is an example of a draft that functionally includes many portions of prior versions of 802.11.  Specifically, TGn contains “legacy compatibility” modes that are explicitly designed to communicate at the PHY level with prior versions of 802.11. This means that TGN must also employ techniques that were utilized by prior versions of 802.11. TGn also includes almost all of the prior MAC technical techniques.
It is not clear to the author that LOAs filed for prior versions of 802.11 pertain to TGn (or anything subsequent to what they were filed for). 
In fact, this author would not expect them to automatically pertain to TGn (how could an LOA filed years ago have anticipated the advent of TGn?).   It is unclear to this author when looking at the PATCOM LOA database if the LOAs legally pertain only to specific amendments or to some set of 802.11 and subsequent amendments.

It is also unclear what the impact of a “rollup” is wrt to LOAs filed for specific amendments. Is rev .ma legally covered by LOAs filed prior?
The author did  find this regarding LOAs: 
“This assurance is irrevocable once submitted and accepted and shall apply, at a minimum, from the date of the standard's approval to the date of the standard's withdrawal.”

However, the author is aware that this statement has not always been in effect, and does not know to which LOAs this pertains and to which it does not.

Further, the use of the term “the standard’s” is unclear to this author. What is “the standard”? Is this the Amendment for which an LOA was filed as shown in the PATCOM database? Is it all revisions of said amendment? Does it include roll-ups that replace prior publications (such as 802.11ma)?

Issue 4 action requests: 

a) The WG Chair to requested to work with IEEE to verify that all prior LOAs contain legal commitments that include assurances for all subsequent versions of a standard. 
b) If any LOAs are found not to cover all versions of the standard subsequent to the filing of the LOA, the WG chair is requested to send LOA requests to all prior LOA submitters and to explicitly request verification that the prior LOAs cover TGn.

Some combination of a) and b) may be what is needed – the Chair is requested to work this with IEEE.
The author notes that this issue will need to be resolved for all in progress and future 802.11 amendments.
5. Issue: TGn has not identified and explicitly considered the (possible) use of essential patents.
From IEEE PATCOM pages:

If you include patented technology in your standard, then you may have incorporated an essential patent.

What is an essential patent? 
Essential patents are those patents whose infringement is, or in the case of patent applications, potential future infringement the applicant asserts will be, unavoidable in a compliant implementation of either mandatory or optional portions of a standard. The oversight of the IEEE process is only concerned with essential patents.

This author has been involved in TGn meetings for close to 3 years now and has never heard any discussion within TGn as to whether TGn was incorporating material covered by essential patents. 
Personally, the author suspects this is the result of an over reaction to the general fear of discussing IP which IEEE has worked to instil in the membership.  However, members should be aware that appropriate discussion is not prohibited, specifically “…you can discuss the technical merits of using the technology under patent…”
.

The author wants to draw the WG’s attention to the slide that IEEE requires be shown at the start of every 802.11 session:
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6. Patents

IEEE standards may include the known use of essential patents and patent applications 

provided the IEEE receives assurance from the patent holder or applicant with respect to 

patents whose infringement is, or in the case of patent applications, potential future 

infringement the applicant asserts will be, unavoidable in a compliant implementation of either 

mandatory or optional portions of the standard [essential patents]. This assurance shall be 

provided without coercion. The patent holder or applicant should provide this assurance as 

soon as reasonably feasible in the standards development process. This assurance shall be 

provided no later than the approval of the standard (or reaffirmation when a patent or patent 

application becomes known after initial approval of the standard). This assurance shall be 

either: 

a) A general disclaimer to the effect that the patentee will not enforce any of its present or 

future patent(s) whose use would be required to implement either mandatory or optional 

portions of the proposed IEEE standard against any person or entity complying with the 

standard; or 

b) A statement that a license for such implementation will be made available without 

compensation or under reasonable rates, with reasonable terms and conditions that are 

demonstrably free of any unfair discrimination. 

This assurance shall apply, at a minimum, from the date of the standard's approval to the date 

of the standard's withdrawal and is irrevocable during that period.

IEEE-SA Standards Board Bylaws on Patents in Standards

Approved by IEEE-SA Standards Board – March 2003 (Revised January 2006)


Note specifically the first sentence of the slide:

“IEEE standards may include the known use of essential patents and patent applications provided the IEEE receives assurance from the patent holder or applicant with respect to patents whose infringement is, or in the case of patent applications, potential future infringement the applicant asserts will be, unavoidable in a compliant implementation of either mandatory or optional portions of the standard [essential patents].”

The underlined portion clearly indicates that the condition under which essential patented material may be included is that the LOA is received. 

TGn (and the author suspects other TGs) has not discussed LOAs received and hence can not have adequately considered the use of essential patented material within the TGn draft prior to stating the WG LB review.

6. Issue: TGn has (with high probability) included the use of essential patents.
This author reasonably believes (but does not know as fact) that TGn does incorporate techniques that are covered by essential patents. 

One example that the author has been told of is the use of STBC. The author has heard that the applicable essential patents are held by parties not participating within TGn.  The author has overheard casual conversations which also lead the author to believe that there are additional essential patented techniques included within the TGn draft.  
Unfortunately, because of the issues identified in this paper, the author can not evaluate if the use that technology (or any other) is reasonable to support as part of the WG technical review. 
Even if the holder of the patents for this example has filed an LOA, the author does not know what the LOA says – and hence can not make any reasonable evaluation as to the proper/improper or reasonable/unreasonable inclusion of this or any other patented technique within TGn.
7. Issue: Contradictory guidelines from IEEE re patent discussion.
IN the author’s opinion, the constraints within which IEEE asks participants to work while evaluating technology are impractical.

Consider the following slide that IEEE requires be shown at the start of every 802.l11 session: [image: image2.emf]January 2006
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Inappropriate Topics for IEEE WG Meetings

•

Don’t discuss the validity/essentiality of patents/patent claims

•

Don’t discuss the cost of specific patent use

•

Don’t discuss licensing terms or conditions

•

Don’t discuss product pricing, territorial restrictions, or market share

•

Don’t discuss ongoing litigation or threatened litigation

•

Don’t be silent if inappropriate topics are discussed… do formally object.

If you have questions, contact the IEEE-SA Standards Board Patent Committee Administrator at patcom@ieee.org or visit 

http://standards.ieee.org/board/pat/index.html 

This slide set is available at 

http://standards.ieee.org/board/pat/pat-slideset.ppt

Approved by IEEE-SA Standards Board – March 2003 (Revised January 2006)


Consider specifically:

· “Don’t discuss the validity/essentiality of patents/patent claims”

The author can understand not discussing “validity” as that is a legal determination which does not seem appropriate for a technical forum discussion. 
However, how is it possible to not discuss “essentiality” and still perform a technical evaluation? How can a member satisfy the IEEE “encouragement” to identify essential patents with out touching on “essentiality”?
· “Don’t discuss licensing terms or conditions”
In the author’s opinion, this is too extreme to be practical. If an LOA is filed that specifically says that a patent will be offered on a royalty free basis (a specific choice allowed for by the LOA form letter), we are not supposed to recognize this within the WG or TG?

The author also notes that in prior years, guidelines were much more reasonable and practical. During the development of prior versions of 802.11 there were specific discussions about both the decision to include the use of specific patented techniques, as well as discussion as to how to avoid the use of other patented techniques. In the past, discussions have included consideration of specific licensing terms offered from the patent holder. This allowed for a rational ROI discussion and the result was that the group knowingly included some specific essential patented techniques and declined to include others.
· Don’t be silent if inappropriate topics are discussed… do formally object.
Here we have the set up of a “catch 22” situation. As WG members we are told we have to   identify essential patented material, in fact we are asked to identify suspected patented material held by third parties that we may know about
; but we are also asked to object if anyone talks about “essentiality”…. 

8. Conclusion: 

This authors conclusion is that the IEEE rules, guidelines and procedures for handling the topic of intellectual property and it’s inclusion in standards are contradictory, ineffective, unpractical and the source of a great deal of confusion and angst.

The author thinks that the technical aspects of standards development within IEEE would best be served by establishing a revised set of guidelines which would clearly and explicitly identify all known IP contained in any draft document before it is submitted for WG or Sponsor ballot review.

The author also has serious concerns that the current IEEE IP guidelines create significant opportunity and incentive for IP holders to introduce IP into draft standards documents and to either not identify it to IEEE at all or to wait until the last moment in the overall process to identify it (the IEEE processes essentially encourage “sandbagging” of  the industry).

The current unfortunate situation essentially requires that the author vote to disapprove any and all TG drafts because it is not possible under the current IEEE processes to determine what IP has been included in a draft or whether it is “essential”.  
Notice: This document has been prepared to assist IEEE 802.11. It is offered as a basis for discussion and is not binding on the contributing individual(s) or organization(s).  The material in this document is subject to change in form and content after further study. The contributor(s) reserve(s) the right to add, amend or withdraw material contained herein.





Release: The contributor grants a free, irrevocable license to the IEEE to incorporate material contained in this contribution, and any modifications thereof, in the creation of an IEEE Standards publication; to copyright in the IEEE’s name any IEEE Standards publication even though it may include portions of this contribution; and at the IEEE’s sole discretion to permit others to reproduce in whole or in part the resulting IEEE Standards publication.  The contributor also acknowledges and accepts that this contribution may be made public by IEEE 802.11.





Patent Policy and Procedures: The contributor is familiar with the IEEE 802 Patent Policy and Procedures <� HYPERLINK "http://%20ieee802.org/guides/bylaws/sb-bylaws.pdf" \t "_parent" �http:// ieee802.org/guides/bylaws/sb-bylaws.pdf�>, including the statement "IEEE standards may include the known use of patent(s), including patent applications, provided the IEEE receives assurance from the patent holder or applicant with respect to patents essential for compliance with both mandatory and optional portions of the standard."  Early disclosure to the Working Group of patent information that might be relevant to the standard is essential to reduce the possibility for delays in the development process and increase the likelihood that the draft publication will be approved for publication.  Please notify the Chair <� HYPERLINK "mailto:stuart.kerry@philips.com" \t "_parent" �stuart.kerry@philips.com�> as early as possible, in written or electronic form, if patented technology (or technology under patent application) might be incorporated into a draft standard being developed within the IEEE 802.11 Working Group. If you have questions, contact the IEEE Patent Committee Administrator at <� HYPERLINK "mailto:patcom@ieee.org" \t "_parent" �patcom@ieee.org�>.





Abstract


This paper identifies IP related issues which the author considered to have not been adequately addressed during the creation of the draft amendment for 802.11TGn (and other draft recently submitted for ballots including: TGm, TGp, TGr, TGs).











� http://standards.ieee.org/board/pat/guide.html


� http://standards.ieee.org/db/patents/pat802_11.html


� http://standards.ieee.org/guides/opman/sect6.html#6.3


� http://standards.ieee.org/guides/opman/sect6.html#6.3


� http://standards.ieee.org/guides/opman/sect6.html#6.3


� http://standards.ieee.org/guides/bylaws/sect6-7.html#6


� http://standards.ieee.org/board/pat/guide.html


� Even potentially from 3rd parties – see Michael Lindsey tutorial from March 2006


� I believe this paper itself is acceptable, nonetheless, just in case, I will object to myself re what I have to say via  this footnote - since the hierarchy of rules is not clear. <sad grin> 





�Verify number & adjust prior to publication – might be 50? 40 = 23 TGNS and 17 WWISE + other independent companies.
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